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Protecting Innovation 

Trademarks  
Registering Designs 

Patents 



Why Protect? 

       Monetize  
  
which will involve  
 
     Engineering 
          Legal 
      & Business 
        Skill Sets 



Inventors 

• Best Mousetrap Ever Designed 
• Global Domination 
• Enthusiasm and Impatience 
• Overlooking the Obvious 
• Paranoia…….Legal Advice 

 
• NDA 
 

 
 
 



Trademark 
The Trade Marks Act, 1996 defines 
a trade mark as "any sign capable 
of being represented graphically 
which is capable of distinguishing 
the goods or services of one 
undertaking from those of other 
undertakings" 

Under Section 8(1) trademarks must 
have distinctive character, may not 
indicate the type of good or service, do 
not use customary words , phrases or 
State emblems and cannot be against 
Public Morality or deceptive    



Apply to Patents Office , Kilkenny 
 
Application  Fee €70 
Registration Fee €177 
Ten Year Renewal Fee €250 
 
Trademark published in Patents Office Journal 

European Trademark  
Registration in 28  
Countries Via OHIM 
 
Fee €900 for 5 years 

Importance of Trademarks 
 McCambridges  v  Brennans  Supreme Court [2012] 
 Mc Donalds v Supermacs (2015) 
 McDonalds v McCurry (2009) 
 McDonalds v McBrat (2006) 
 
McKebab, McSalad, Big Mac, Big Xtra, McCkicken, McNuggett, McMuffin 
McWorld, Mac Tonight, MacCoffee,MacAttack 
 
January 2015 US Federal Court overturned USPTO’s refusal to register  
“Newbridge Home”…   





Design Registration 

Design   
'The appearance of the whole or a part of a product resulting from the features of,  
in particular, the lines, contours, colours, shape, texture and/or materials of the  
product itself and/or its ornamentation'. 
 
 
Benefits of  design  registration 
 
    Protect the appearance of your products against copying and infringement 
    Build an asset 
    Create a portfolio of designs and other IP rights 
    Define your rights 
    Prevent counterfeiting and fraud 



Office of Harmonisation of  the Internal Market ,OHIM 
 
Council Regulation (EC)No. 6/2002 on Community Design 
 
Unregistered Design 3 year protection and cannot be extended 
 
Registered Design 5 year protection extendable to 25 years 
 
Fee €350 for 5 years 
 
The design must be new and possess individual character 
   



Coca Cola and Samsung Registered Designs 



Patents and Why Patent? 

Commercial Potential….. monopoly on the innovation, deterrent to competitors 
 
 Royalties via licensing to third parties 
 
Added Value….. patents add value to a company and are company assets 
 
Competitive Advantage…first to market, can delay competitor’s entry. 
 
Usually last for 20 years 
 
 
Apple v Samsung resulting in $120million pay out to Apple. Seven patents at issue . 
Wright Brothers v Glenn Curtis 
Kelloggs vs National Biscuits 
Howe v Singer 
 



European Patents 
European Patent Convention (EPC2000) Art 52(1) 
 
(1) European patents shall be granted for any inventions which are susceptible of 
 industrial application, which are new and which involve an inventive step. 
(2) The following in particular shall not be regarded as inventions within the meaning 
of paragraph 1: 
(a) discoveries, scientific theories and mathematical methods; 
(b) aesthetic creations; 
(c) schemes, rules and methods for performing mental acts, playing games or doing  
business, and programs for computers; 
(d) presentations of information. 
(3) The provisions of paragraph 2 shall exclude patentability of the subject-matter or  
activities referred to in that provision only to the extent to which a European patent  
application or European patent relates to such  subject-matter or activities as such. 
(4) Methods for treatment of the human or animal body by surgery or therapy and  
diagnostic methods practised on the human or animal body shall not be regarded as  
inventions which are susceptible of industrial application within the meaning of 
paragraph 1. This provision shall not apply to products, in particular substances or  
compositions, for use in any of these methods. 
 



Inventive Step European Patent 

Inventive Step  
 
Art 56  European Patent Convention 
An invention shall be considered as involving an inventive step if, having regard to  
the state of the art, it is not obvious to a person skilled in the art. 

Art 33(3) PCT 
For the purposes of the international preliminary examination, a claimed invention  
shall be considered to involve an inventive step if, having regard to the prior art as  
defined in the Regulations, it is not, at the prescribed relevant date, obvious to a  
person skilled in the art.  



US Patent  

US Patent 
35 USC 103 
 
A patent may not be obtained though the invention is not identically disclosed or  
described as set forth in section 102 of this title, if the differences between the  
subject matter sought to be patented and the prior art are such that the subject  
matter as a whole would have been obvious at the time the invention was made to a  
person having ordinary skill in the art to which said subject matter pertains.  
Patentability shall not be negatived by the manner in which the invention was made 



European Patent 
Office (EPO) 

US Patent Office 
(USPTO) 



US Search Interface 



Espacenet Search Interface 



European Patent Search 



US Patent Search 



WIPO Patent 



US Patent 



Patent Drafting  

“The patent agent needs to understand the differences between three legal 
constructs related to patents: inventions, embodiments and claims.  
An “invention” is a mental construct inside the mind of the inventor and has no 
physical substance. An “embodiment” of an invention is a physical form of the 
invention in the real world. The “claims” must protect at least an “embodiment” of 
the invention – but the best patent claims will protect the “invention” itself so that 
no physical embodiments of the invention can be made, used or sold by anyone 
without infringing the claims” 



Typical Patent Specification 



Priority Date 
Date of First Filing of a Patent Application 
 
Clock starts ticking 
Must have been no prior public disclosure….Golden Rule 
 

Where to File 
Patent Cooperation Treaty (PCT) allows the Applicant to file 
a patent in 140 countries for up to 30 months post priority 
date, once the PCT application has been filed within 12 months 
of  priority date. 
 
File in patent office of country of interest 
File in a Regional Patent Office 
File using the PCT through regional offices EPO, USPTO etc. 
 



Examination & Searches  

Once patent is lodged with a Patent Office, fees will be requested for  
various stages in the process to include 
 
Irish Patent Office  €400 including  search 
 
PCT 
Transmittal fee, search fee, International Filing Fee….. Circa €3k 
 
Additional EPO  fees if designated office 
 
Designation fee,  examination fee, claims fee, renewal fee……Circa €2k 
 
USPTO 
 
Application fees, search fees…..Circa $1.5k 



USPTO Search results 



USPTO OFFICE ACTION 



PCT ISA Search Results 



PCT OPINION 

2 months from date of issue of  
ISA opinion to file amended 
claims 
 
18 months from priority date 
Patent published by International 
Bureau 
 
Entry into Regional/National 
phase 30 months from priority 
date 



SUBSTANTIVE EXAMINATION: 
The European Patent Office issues a substantive examination report.    A  typical   
reply  period  is  4  months  from  date  of  issue  although  extensions  are available.  
 
GRANT PROCEDURE:  
The  European  Patent  Office  issues  a  communication  setting  out  the  
text  in  which  it  intends  to  grant  the  patent  
(the  Rule  71(3)  EPC  communication).  Translations  of  the  granted  claims   
only  into  two  other  languages  (usually  French  and German)  need  to  be   
filed  so  that  the  granted  specification  has  claims  in  all  3  European   
languages.   
- 
NATIONAL VALIDATION:  
After grant, the European patent must be “validated” in each national  
member  state  in  which  protection  is  to continue.    Typically  validation  consists  of  filing  
a translation  into  the  national  language  of  that  state  and  paying  official  fees  to  the  
national patent  office.    Having  now  left  the  European Patent Convention procedure, the 
European patent is now a bundle of individual national patents, and renewal fees are  
payable on each national patent separately.   



OPPOSITION: 
The  patent  is  open  to  opposition  for  a  period  of  9  months  from  the  date  of  
grant.   

http://www.tomkins.com/uploads/what-we-do/european_patents__the_grant_procedure.pdf 

Unitary Patent 

Agreement reached in January 2013 on the Introduction of  a single European Patent  
Court . To date it has  been ratified by 6 of the 28 EU countries. 
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