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Protecting Innovation

Trademarks
Registering Designs

"After fire and the wheel, it was only
logical to invent the patent attorney.”

Patents

“Yeah, Org invented the wheel, but
I invented the patent.”
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“Inventing it was easy. The hard part will be to
monetize it."

Monetize
which will involve

Engineering
Legal
& Business
Skill Sets



Inventors

 Best Mousetrap Ever Designed
* Global Domination

e Enthusiasm and Impatience

e Overlooking the Obvious

* Paranoia....... Legal Advice

* NDA



Trademark

The Trade Marks Act, 1996 defines

a trade mark as "any sign capable Trademane I M

of being represented graphically
which is capable of distinguishing ®
the goods or services of one
undertaking from those of other
undertakings"

te Google
Under Section 8(1) trademarks must 6% L-/ 8

have distinctive character, may not

indicate the type of good or service, do ' "
not use customary words , phrases or

State emblems and cannot be against _{ _{\ .
Public Morality or deceptive 'm lovin’ i '-'r f




Apply to Patents Office , Kilkenny European Trademark

Registration in 28

Application Fee €70 Countries Via OHIM

Registration Fee €177
Ten Year Renewal Fee €250 Fee €900 for 5 years

Trademark published in Patents Office Journal

Importance of Trademarks
McCambridges v Brennans Supreme Court [2012]
Mc Donalds v Supermacs (2015)
McDonalds v McCurry (2009)
McDonalds v McBrat (2006)

McKebab, McSalad, Big Mac, Big Xtra, McCkicken, McNuggett, McMuffin
McWorld, Mac Tonight, MacCoffee,MacAttack

January 2015 US Federal Court overturned USPTQO’s refusal to register
“Newbridge Home”...






Design Registration

Design

'The appearance of the whole or a part of a product resulting from the features of,
in particular, the lines, contours, colours, shape, texture and/or materials of the
product itself and/or its ornamentation'.

Benefits of design registration

Protect the appearance of your products against copying and infringement
Build an asset

Create a portfolio of designs and other IP rights

Define your rights

Prevent counterfeiting and fraud



Office of Harmonisation of the Internal Market ,OHIM

Council Regulation (EC)No. 6/2002 on Community Design
Unregistered Design 3 year protection and cannot be extended
Registered Design 5 year protection extendable to 25 years
Fee €350 for 5 years

The design must be new and possess individual character



Coca Cola and Samsung Registered Designs




Patents and Why Patent?

Commercial Potential..... monopoly on the innovation, deterrent to competitors
Royalties via licensing to third parties

Added Value..... patents add value to a company and are company assets
Competitive Advantage...first to market, can delay competitor’s entry.

Usually last for 20 years

Apple v Samsung resulting in $120million pay out to Apple. Seven patents at issue .

Wright Brothers v Glenn Curtis

Kelloggs vs National Biscuits
Howe v Singer



European Patents

European Patent Convention (EPC2000) Art 52(1)

(1) European patents shall be granted for any inventions which are susceptible of
industrial application, which are new and which involve an inventive step.

(2) The following in particular shall not be regarded as inventions within the meaning
of paragraph 1:

(a) discoveries, scientific theories and mathematical methods;

(b) aesthetic creations;

(c) schemes, rules and methods for performing mental acts, playing games or doing
business, and programs for computers;

(d) presentations of information.

(3) The provisions of paragraph 2 shall exclude patentability of the subject-matter or
activities referred to in that provision only to the extent to which a European patent
application or European patent relates to such subject-matter or activities as such.
(4) Methods for treatment of the human or animal body by surgery or therapy and
diagnostic methods practised on the human or animal body shall not be regarded as
inventions which are susceptible of industrial application within the meaning of
paragraph 1. This provision shall not apply to products, in particular substances or
compositions, for use in any of these methods.



Inventive Step European Patent

Inventive Step

Art 56 European Patent Convention
An invention shall be considered as involving an inventive step if, having regard to
the state of the art, it is not obvious to a person skilled in the art.

Art 33(3) PCT

For the purposes of the international preliminary examination, a claimed invention
shall be considered to involve an inventive step if, having regard to the prior art as
defined in the Regulations, it is not, at the prescribed relevant date, obvious to a
person skilled in the art.



US Patent

US Patent
35 USC 103

A patent may not be obtained though the invention is not identically disclosed or
described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made
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Patent Drafting

WIEPO

Paternt IDxrafcirnnes
M armaxuwual

“The patent agent needs to understand the differences between three legal
constructs related to patents: inventions, embodiments and claims.

An “invention” is a mental construct inside the mind of the inventor and has no
physical substance. An “embodiment” of an invention is a physical form of the
invention in the real world. The “claims” must protect at least an “embodiment” of
the invention — but the best patent claims will protect the “invention” itself so that
no physical embodiments of the invention can be made, used or sold by anyone
without infringing the claims”



EP 0943 737 At

Typical Patent Specification

Europiisches Patentamt
(19} -a)b European Patent Office

Office européen des brevets

(1) EP 0943 737 A1

(12) EUROPEAN PATENT APPLICATION

(43) Date of publication:
22.09.1999 Bulletin 1999/38

(21) Application number: 88200704.7

{22) Date of filing: 09.03.1999

(51) mcis. E02B 11/00

(84) Designated Contracting States:
ATBE CHCY DEDKESFIFRGBGRIEITLILU
MC NL PT SE
Designated Extension States:
AL LT LVMK RO SI

(30) Priority: 18.03.1898 NL 1008627

(71) Applicant: WAVIN B.V.
8011 CW Zwolle (NL)

(72) Inventor. Besten, Marcus Wilhelmus Johannes
7721 ZP Dalfsen (NL)

(74) Representative:
lemenschot, Johannes Andreas, Ir. ot al
van Exter Polak & Charlouls B.V.,
P.O. Box 3241
2280 GE Rijswijk (NL)

(54) Irrigation and drainage box

(57)  An irrigation and/or drainage box 1 comprises
abase 2 which is providad with perforations and side
walls 3, 4 which are provided with perforations and are
substantially perpendicular to the base 2 and integrally
connecled therato. The box 1 is open on the side which
lies opposile the base 2. The box 1 furthermore com-
prises columns 7, 8 which extend substantially vertically
from the base 2 towards the open side. On the open
side, the box 1 is designed in such a manner that two
identical boxes can be placed with the open sides to-
voh Acan b § th

without the need for further accessories. For this pur-
pose, at least some of the columns 7, 8 are provided,
on the open side of the box 1, with first connection parts
in the form of projections 9, and other columns are pro-
vided, on tha open side of the box 1, with second con-
nection parts in the form of cavities 10, in which case,
when two boxes are placed with the open sk

one another, first connection parts 9 of one box are able
1o Interact with second connaction parts 10 of the other
box in order to form a connection batween the two box-

es.

Prined by Jouve, 75001 PARIS (FF)

5 EP 0943 737 Al 6

which lies opposite the base, and furthermore com-
prising coll which extend y vertical-
ly from the base towards the open side, charactar-
ized in that the box is designed, on the open side,
in such a manner that two identical boxes can be
placed with the open sides towards one another and
can be connected 1o one ancther without the need
for further accessories.

gation and/or ge box ding to claim 1,
characterized in that at least some of the columns
are provided, on the open side of the box, with first
connection parts, and other columns are provided,
on tha open side of the box, wilth second connection
parts, in which case, when two boxes are placed
with the open sides lowards one another first con-
nection parts of one box are able lo interact with
second connection parts of the other box in order
1o form a connection between the two boxes.

Irrigation and/or drainage box according to claim 1
or 2, characterized in that the first connection parts
are formed by projections which lie at the free end
of the columns in question and form an extension
of these columns, and the second connaction parls
are formed by cavities which are formed in the free
end section of the columns in question, in which
case, when two boxes are placed with the open
sides towards one another, projections on columns
of one box fil into cavities in columns of the other
box.

rri and/or drai box ing 1o claim 2
ot 3, i in that the ion bet

a first and a second connection part is a click-fit or
clamp-fit connaction.

\rrigation and/or drali box jing to one of
claims 1-4, characterized in that the box is provided
with columns which adjoin and are integral with the
side walls and are of planar design at least on the
side which adjoins the side walls

Irrigation and/or drainage box according to claim 5,
characterized in that the planar side of a column
which is integral with a side wall lies in the same
plane as the outer side of the side wall in question.

igation and/or drai box ing to one of
claims 1-6, characlerized in that the base and the
side walls of the box are of substantially planar de-
sign on the outer side of the box.

Irrigation and/or drainage box according to one of
claims 1-7, characterized in thal columns which do
not adjoin the side walls are substantially round in
cross section.

0

8.

10.

".

=

1

»

13,

14,

16.

18.

igalion andior box ding to one of
claims 1-8, characterized in that at least one of the
side walls is provided with an opening in which a
pipe part can be placed

igation and/or box g to claim 9,
characterized in that the opening is provided with a
grate.

irrigation andior drainage box according 1o claim
10, characterized in that the grate is remaovable.

Irrigation and/or drainage box according o one of
claims 9-11, characlerized in that two side walls
which lie opposite one another are provided with an
opening

Irrigation and/or drainage box according lo one of
claims 1-12, characterized in that the ratio between
the length and the width of the box is21.

0 andfor box ing to claim
13, in that the are provided
with connection parts and positioned in such a man-
ner that two boxes can be placed against one an-
ather with their longitudinal axes paralle! 10 one an-
other so that they complately overlap, but also with
their longitudinal axes perpendicular to one anoth-
er.

Irrigation and/or drainage unit comprising two box-
es according 1o one or more of claims 1-14 which
have been placed with the open sides towards one
another and have been connected 1o one another.

irrigation and/or drainage system comprising a plu-
rality of boxes according to one or more of claims
1-14.



Priority Date

Date of First Filing of a Patent Application

Clock starts ticking
Must have been no prior public disclosure....Golden Rule

Where to File

Patent Cooperation Treaty (PCT) allows the Applicant to file

a patent in 140 countries for up to 30 months post priority
date, once the PCT application has been filed within 12 months
of priority date.

File in patent office of country of interest
File in a Regional Patent Office
File using the PCT through regional offices EPO, USPTO etc.



Examination & Searches

Once patent is lodged with a Patent Office, fees will be requested for
various stages in the process to include

Irish Patent Office €400 including search

PCT
Transmittal fee, search fee, International Filing Fee..... Circa €3k

Additional EPO fees if designated office

Designation fee, examination fee, claims fee, renewal fee......Circa €2k

USPTO

Application fees, search fees.....Circa $1.5k
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USPTO OFFICE ACTION

1 ]
Application No. Applicant(s)
131200,748 PRENDERGAST, MICHAEL
ice Action S Y raminer A ome AT ity
JEFFREY ALLEN 3781 -
( - The MAILING DATE of this communication appears on the cover sheet with the correspondence address -~
eriod for Reply
A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.
Extensions of tme may be avaliable under the provisions of 37 CFR 1.138(a). In no event, Nowever, may & reply be tmely fled
- K mr:il.xma for reply Is specifed above, the maximum statutory period will apply and wil expire SIX (6) MONTHS from the mailing. ﬂala 0' this communication,
- Failure 1o reulr within the set or exiended period for reply will, by stalute, cause the application to become ABANDONED (35 U.5.C.§ 133).
Any reply received by the Office later than three monihs after the maling date of this communication, even If tmely filed, may reduce : i
eamed patent term adjustment. See 37 CFR 1.704(b)
Status
1) Responsive to communication(s) filed on 7/25/2014.
[] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon ___.
2a)® This action is FINAL. 2b)[] This action is non-final
3)] An election was made by the applicant in response to a restriction requirement set forth during the interview on
; the restriction requirement and election have been incorporated into this action.
4)J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is.
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213.
Disposition of Claims*
5) Claim(s) 16 is/are pending in the application. 1
5a) Of the above claim(s) _____ is/are withdrawn from consideration.
6)[J Claim(s) ____is/are allowed.
7)E) Claim(s) 16 is/are rejected
8)[J Claim(s) _____isfare abjected to.
9] Claim(s) are subject to restriction and/or election requirement
* W any claims have been determined allowable, you may ¢ be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the For more tion, please see
hitp:/Awww uspt isp or send an inquiry to PPHfeedback@uspto.qov.
Application Papers
10)[J The specification is objected to by the Examiner.
11)[J The drawing(s) filed on __ is/are: ) accepted or b)[] objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119

12)] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-{d) or .
Certified copies:
a)JAl b Some™ c)[] None of the:
1.0] Certified copies of the priority documents have been received
2] Certified copies of the priority documents have been received in Application No. "
3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received

Attachment(s)
1) [ Motice of References Cited (FTO-892) 3) [ Interview Summary (PTO-413)

Paper NolsMail Date
2) [ information Disclosure Statement(s) (PTOISBI08a and/or PTO/SBI0BS) o0 m:"_ ofs)Mat —_
Paper No(s)Mail Date ) er:

U5 paten and Trazemark Ofice
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No /Mil Dale 20141006
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International application No.
Information on patent family members

From the INTERNATIONAL SEARCHING AUTHORITY

To
PRENDERGAST, Michasi

PCT

NOTIFIGATION OF TRANSMITTAL OF

Lia Fail THE INTERNATIONAL SEARCH REPORT AND

G h Ad THE WRITTEN OPINION OF THE INTERNATIONAL
iy SEARCHING AUTHORITY, OR THE DECLARATION

Galway

IRLANDE

(PCT Rule 44.1)

INTERNATIONAL SEARCH REPORT |

Date of mailing
(daymontvyear}
23 Ootober 2012 (25-10-2012)

Applicant's or agent's file reference
mybin

FOR FURTHER ACTION See paragraphs 1 and 4 below

Intemational appkcation No
PCT/EP2012/089927

Intemational filng date
(day/manth/year)

28 May 2012 (28-05-2012)

Appiicant
PRENDERGAST, Michas!

1 The applicant is heteby nolifid tha the
[x]

appiicant is entitied,

Authoriy have been established and are transmitted ne.mm
Fil\ng of amendments and statement under Afticle 19:

opinion of th

When? The time il fo Fing auch 5 is

the Application (see Rule 46)

Inlemational Search Feport

2 [[] The sepleant is heraty notied that no

y two months fihe

Where? Directly to the Intern ational Bureau of WIPQ, 34 chemin des Enlumheﬂes
1211 Geneva 20, Swilzerdand, Fascimile No.- (41-22) 338 82
For more detailed instructions, see PCT Applicants Guide, \memnllnnal Phase, paragraphs 9.004 - 9.011

[ he protest togethar wilh tha docision thereon has

[ o decsion has b on the protest; the

n
request fo forward the texds of both the protest and the decision thereon to the designated Offices.

the declaration under

Adticle 17(2)(a) to that effect and the wll!lnn opinion nf the Intemational Searching Authority are transmitted herewith,
3. [[] With regeru to any protest against payment of (an) adchiional foe(s) under Fiuie 402, the appicant is notified that

any

4. Reminders

a8 500n a8 2 deci made.

The applicant an informal basis

priorily date, will available

Searching Authority o the

international Bureau. The International Bureau will send a copy of such l:ummen!a to ail designated Offices unless an
intemational preliminary examinalion report has been of is to be established. Following the expiralion of 30 months from the

application, or of the. must roach the

Shortly after the expiration of 18 months from the priority date, the international application will be published by the
International Bureau. Ifthe applicant wishes to avoid or postpone publication, a aolice of wihdrawal of the intemational
for

intern abional publication (ules 80is.1 and G0bie.3).

Within 19 manths from the prionty dae, but only in raspect

of the technical

PCT Applicants Guide, National Chapters.

., a demand f

Ofices, i
examination must be fled if the applicant wishes to postponé the ey nlo lhe nationa 'phase until 30 months rom the priority
date (in some Offices even later], otherwise, the appiicant must, wit
a0t for entry inlo the national phase before those designated Offices.

months from the pricrity daie, periorm the prescribed

Inrespact of other designated Offices, the time limit of 30 months (or later) will apply even if no demand is filed Wthin 19
months.

For details about the applicable time limits, Office by Offica, see www.wipo.int/pct/enftextstime_limits.htmi and the

MName and mailing address of the Intemational Searching Authority

European Patent Office, P B. 5818 Patentlaan 2
NL2200 Y ﬁ
Tel. (+31-70)

= potrar 70y 300 sme

Authorized officer
GARTNER, Sabine.
Tel: +31 (0)70 340-2353

Form PGTASA220 (July 2010)

PCT/EP2012/059927
Patent document Publication Patent family ] Publication
cited in search report date membar(s)

WO 2004087537 Al 14-10-2004 EP 1615645 A1 18-01-2006
NL 1023109 Al 08-10-2004
NL 1023109 C2 01-11-2004
WO 2004087537 Al 14-10-2004
US 5899468 A 04-05-1995  CA 2253317 Al 10-05-2000
ca 2665844 Al 10-05-2600
Us 5899468 A 04-05-1999

EP 1602600

Al 07-12-2005 AU 2005249693 Al 15-12-2005
CA 2566989 Al 15-12-2005
EP 1602600 Al 07-12-2005
HK 1105939 Al 02-12-2011
JP 2008501593 A 24-01-2008
Us 2007228046 Al 04-10-2007
W0 2005118434 Al 15-12-2005
DE 8806132 Ul 15-09-1988  NONE
us 2@10193534 Al 05-08-2010  CA 2694829 Al 062-08-2010
Us 2010193534 Al 05-08-2010

Fomm PCT/SAR10 (patent tamily annex) (Apel 2005)



PCT OPINION

WRITTEN OPINION OF THE International application No.

INTERNATIONAL SEARCHING

AUTHORITY (SEPARATE SHEET) PCT/EP2012/059927
ReltemV

Reasoned statement with regard to novelty, inventive step or industrial
applicability; citations and explanations supporting such statement

1 Reference is made to the following documents:
D1: WO-A-2004 087 537
D2: US-A-5 899 468

2 D1 is regarded as being the prior art closest to the subject-matter of claim 1,
and discloses a receptacle for the segregation and storing of a plurality of
waslte types, comprising an outer open top vessel having side walls and a
bottom wall, and inner smaller open top vessels, each having side walls, a
bottom wall and flanges for the supporting of the vessels themselves within
the outer vessel, at least one of the inner open top vessel being vented.

3 The subject-matter of claim 1 therefore differs from this known receptacle in
that the outer top vessel is vented, that all inner smaller open top vessels are
vented, that the flanges are as well for the retention of bags with flexible walls
within the inner vessels, by a removable top cover compatible with the top rim
of the outer vessel having a vented lid hinged within the top cover, and by a
carrying mechanism allowing for the manual transportation of the receptacle,
and is therefore new (Article 33(2) PCT)

4 The problem to be solved by the present invention may be regarded as how to
improve such a known receptacle.

5 The solution to this problem proposed in claim 1 of the present application is
considered as involving an inventive step (Article 33(3) PCT) as this solution
to the problem is not found nor suggested by the prior art as cited in the
search report.

6 The same reasoning applies, mutatis mutandis, to the subject-matter of the
corresponding independent claim 8, which is however not a properly defined
method claim, see points 17 and 18.

Forn PGTISA/ZT (Separal Shoel] (Shaat 1) {EPC-Agri 20085)

2 months from date of issue of

ISA opinion to file amended
claims

18 months from priority date

Patent published by International
Bureau

Entry into Regional/National
phase 30 months from priority
date



SUBSTANTIVE EXAMINATION:
The European Patent Office issues a substantive examination report. A typical
reply period is 4 months from date of issue although extensions are available.

GRANT PROCEDURE:

The European Patent Office issues a communication setting out the

text in which it intends to grant the patent

(the Rule 71(3) EPC communication). Translations of the granted claims

only into two other languages (usually French and German) need to be

filed so that the granted specification has claims in all 3 European

languages.

NATIONAL VALIDATION:

After grant, the European patent must be “validated” in each national

member state in which protection is to continue. Typically validation consists of filing
a translation into the national language of that state and paying official fees to the
national patent office. Having now left the European Patent Convention procedure, the
European patent is now a bundle of individual national patents, and renewal fees are
payable on each national patent separately.



OPPOSITION:
The patent is open to opposition for a period of 9 months from the date of
grant.

Unitary Patent

Agreement reached in January 2013 on the Introduction of a single European Patent
Court . To date it has been ratified by 6 of the 28 EU countries.

http://www.tomkins.com/uploads/what-we-do/european_patents__the_grant_procedure.pdf
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